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Application/Control Number: 10/825,865 
Art Unit: 3767 

DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1,114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on 
5/24/2007 has been entered. 

Acl^nowledgments 

2. This office action is in reply to the response filed on 5/24/2007. 

3. In the reply, the Applicant amended claim 1; cancelled claim 17; and added new 
claim 18. 

4. Thus claims 1-16, 18 are pending for examination. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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6. Claims 1,3-7. 10-11, 13-16 rejected under 35 U.S.C. 102(b) as being anticipated 
by Jess et al (4210138). Jess et al discloses an injection device (10) comprising a 
capacitor as an energy storage device (Fig 8, 9, 189, 21 1), wherein the at least one 
capacitor receives its charge from a charging device removably coupled to the injection 
device (see discussion below in response to arguments); a reservoir housing (16) a 
medicament; a drive system (40);a threshold value detector (col 8, Ins 37-col 9, Ins 27; 
col 13, Ins 1-27) coupled to the capacitor; a charge indicator being a voltmeter operably 
coupled to the capacitor (col 8, Ins 37-col 9, Ins 27; col 13, Ins 1-27; wherein the 
examiner notes an LED that responds to the voltage level acts as a voltmeter); a 
processor (14); at least one of a memory and a signal output device (col 8, Ins 37-col 9. 
Ins 27; col 13, Ins 1-27), said at least one of the memory and the signal output device 
supplied with current from the at least one capacitor (col 8, Ins 37-col 9, Ins 27; col 13, 
Ins 1-27); an electronic system includes sensing elements (col 8, Ins 37-col 9, Ins 27; 
col 13, Ins 1-27); further including control/processing elements and display elements 
capable of calculating and displaying the number of injections that can be performed 
based upon the power source (col 8, Ins 37-col 9, Ins 27; col 13, Ins 1-27; Figs 6-9); the 
capacitor being rechargeable (col 8, Ins 37-col 9, Ins 27; col 13, Ins 1-27; Figs 6-9). 

7. Claims 1, 3-7, 10-11, 13-16 rejected under 35 U.S.C. 102(b) as being anticipated 
by Heilman et al (3701345). Heilman et al discloses an injection device (Fig 1) 
comprising a capacitor as an energy storage device (256; Fig 5, col 1 1 , Ins 55-col 12, 
Ins 44), the capacitor being outside the body during such injection; a reservoir housing 
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(Fig 1) a medicament; a drive system (Fig 1);a threshold value detector (col 6, Ins 13- 
54; col 15, Ins 61-65; col 19, Ins 54-66) coupled to the capacitor; a charge indicator 
being a voltmeter operably coupled to the capacitor (col 6, Ins 13-54; col 15, Ins 61-65; 
col 19, Ins 54-66); a processor (72); at least one of a memory and a signal output 
device (col 6, Ins 13-54; col 15, Ins 61-65; col 19, Ins 54-66) and said at least one of the 
memory and the signal output device supplied with current from the at least one 
capacitor, an electronic system includes sensing elements (col 6, Ins 13-54; col 15, Ins 
61-65; col 19, Ins 54-66; col 14, Ins 15-20); further including control/processing 
elements and display elements capable of calculating and displaying the number of 
injections that can be performed based upon the power source (col 6, Ins 13-54; col 15, 
Ins 61-65; col 19, Ins 54-66; col 14. Ins 15-20); the capacitor being rechargeable (256; 
col 11, Ins 55-COI12, ins 44). 

8. Claims 1, 3-7, 10-11, 13-16 rejected under 35 U.S.C. 102(b) as being anticipated 
by Mulhauser et al (5919167). Mulhauser et al discloses an injection device (Fig 1-2) 
comprising a capacitor as an energy storage device (126; col 5, Ins 30-50; Fig 7), 
wherein the at least one capacitor receives its charge from a charging device removably 
coupled to the injection device (see discussion below in response to arguments); a 
reservoir housing (26) a medicament; a drive system (84);a threshold value detector 
(col 5, Ins 30-50) coupled to the capacitor; a charge indicator being a voltmeter 
operably coupled to the capacitor (126; col 5, Ins 30-50; Fig 7); a processor (122); at 
least one of a memory and a signal output device (col 5, Ins 30-50), said at least one of 
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the memory and the signal output device supplied with current from the at least one 
capacitor (col 5, Ins 30-50); an electronic system includes sensing elements (126; col 5, 
Ins 30-50; Fig 7); further including control/processing elements and display elements 
capable of calculating and displaying the number of injections that can be perfomned 
based upon the power source (126; col 5, Ins 30-50; Fig 7; wherein the user selected 
number of charges indicates that the controller can select and determined the number 
of charges, ie injections, that can be performed); the capacitor being rechargeable (126; 
col 5, Ins 30-50; Fig 7). 

9. Clairns 1, 3-7, 10-11, 13-16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Cable et al (4685903). Cable et al discloses an injection device 
(Abstract; Fig 1) comprising a duplex capacitor as an energy storage device (col 7, Ins 
45-46), wherein the at least one capacitor receives its charge from a charging device 
removably coupled to the injection device (see discussion below In response to 
arguments); a reservoir housing (5) a medicament; a drive system (12); a threshold 
value detector (16; col 5, Ins 28-47) coupled to the capacitor; a charge indicator being a 
voltmeter operably coupled to the capacitor (col 5, Ins 28-47; 40); a processor (1 8); at 
least one of a memory and a signal output device (col 4, Ins 53-55), said at least one of 
the memory and the signal output device supplied with current from the at least one 
capacitor (col 5, Ins 28-47; col 4, Ins 53-55; col 9, Ins 36-44); an electronic system 
includes sensing elements (16); further including control/processing elements and 
display elements capable of calculating and displaying the number of injections that can 
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be performed based upon the power source (16, col 5, Ins 28-47, col 4, Ins 53-55, col 9, 
Ins 36-44); the capacitor being rechargeable (col 5, Ins 28-47; col 4, Ins 53-55; col 9, Ins 
36-44; Abstract). 

10. Claims 1, 3. 9, 11-13, 16, 18 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Avarhami et al (6708060). Avarhami et al discloses an injection device 
(Fig la, b) comprising a duplex capacitor as an energy storage device (col 18, Ins 19- 
23; col 20, Ins 47-55; col 21, Ins 41-49); wherein the at least one capacitor receives its 
charge from a charging device removably coupled to the injection device (see 
discussion below in response to arguments); a reservoir housing (Fig la, b; 40) a 
medicament; a drive system (Summary); an electronic system including inductive 
charging elements (col 18, Ins 19-23; col 20, Ins 47-55; col 21, Ins 41-49; Fig 9); the 
capacitor being rechargeable (216); and an electronic system includes sensing 
elements (Summary). 

11. In reference to claim 1 8, Avarhami et al discloses an injection system for injecting 
a medicament into a body (Fig la, b), the injection system comprising: an injection 
device comprising a reservoir housing (Fig la, b; 40) the medicament and a drive 
system (col 3, Ins 8-37) for expelling a dosage of the medicament from the reservoir; 
and at least one capacitor (216) for powering the drive system for performing at least 
one injection, the at least one capacitor providing the sole electric power source (216; 
col 21 , Ins 26-49; Fig 9) for the injection device; and a charging device (power source 
212; capable of being a battery 52 that is fully capable of being removably replaced 
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when power is exhausted from it by a new battery) capable of removably coupling with 
the injection device for charging the at least one capacitor (col 21 , Ins 26-49; wherein 
the Examiner notes that the capacitor (216) provides the sole electric power to the 
injection device during use. The removably coupled power source, ie - battery, only 
powers, or charges, the capacitor (Fig 9) when the switch (214) is closed. The 
capacitor discharges causing current to flow to electrodes (120) on skin that create an 
iontophoretic electric field driving an active medical substance from reservoir patch (74) 
into the patient. 



Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Jess et al. 
Jess et al discloses the invention substantially as claimed except for expressly 
disclosing that the capacitor is made out of gold. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify the 
capacitor as taught by Jess et al with a gold capacitor since it was well known in the art 
that capacitors are made out of gold material. The Examiner further notes the rejection 
of claim 2 could also be made for the other prior art references discussed above. 
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14. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Jess et al 
in view of Portner et al (4360019). Jess et al discloses the invention substantially as 
claimed except for expressly disclosing a DC/DC converter operably coupled to the at 
least one capacitor. Portner et al teaches that it is known to have a DC/DC converter 
operable coupled to the at least one capacitor (col 9, Ins 13-15) for the purpose of 
charging the capacitor to a voltage matching the required voltage from the motor. It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to modify the capacitor as taught by Jess et al with the DC/DC converter as 
taught by Portner et al for the purpose of the purpose of charging the capacitor to a 
voltage matching the required voltage from the drive member. The Examiner further 
notes the rejection of claim 8 in view of Portner et al could also be made for the other 
prior art references discussed above. 

Response to Arguments 

15. Applicant's arguments filed 5/24/2007 have been fully considered but they are 
not persuasive. 

16. The Applicant argues that: 

i. Cable et al fails to disclose at least one capacitor receiving a 
charge from a charging device removably coupled to the injection device, 
11. Mulhauser et al fails to disclose at least one capacitor receiving a 
charge from a charging device removably coupled to the injection device. 
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iii. Avarhami et al fails to disclose at least one capacitor receiving a 
charge from a charging device removably coupled to the injection device. 

iv. Jess et al fails to disclose at least one capacitor receiving a charge 
from a charging device removably coupled to the injection device. 

17. In response to the Applicants argument (i), the Examiner notes that the primary 
power source (11) consists of batteries that are fully capable of being removable and 
replaceable. For example, when a battery loses power that battery can be removed and 
replaced by a new battery. Thus, Cable et al discloses a charging device, the battery 
power source, removably coupled to the injection device. The rejection is maintained. 

1 8. In response to the Applicants argument (ii), the Examiner notes that the primary 
power source (120) consists of a battery that are fully capable of being removable and 
replaceable. For example, when a battery loses power the old battery can be removed 
and replaced by a new battery. Thus, Mulhauser et al discloses a charging device, the 
battery power source, removably coupled to the injection device. The rejection is 
maintained. 

19. In response to the Applicants argument (iii), the Examiner notes that the primary 
power source consists of battery power sources that are fully capable of being 
removable and replaceable. For example, when a battery loses power the old battery 
can be removed and replaced by a new battery. Thus, Avarhami et al discloses a 
charging device, the battery power source, removably coupled to the injection device. 
The rejection is maintained. 
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20. In response to the Applicants argument (iv), the Examiner notes that the primary 
power source consists of an AC that are fully capable of being removably coupled to the 
injection device. For example, the user controls the coupling of the AC line to the 
injection device via an ON/OFF switch (22; Fig 7). Thus, Avarhami et al discloses a 
charging device, the AC line, removably coupled to the injection device via an ON/OFF 
switch. The rejection is maintained. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew M. Gilbert whose telephone number is (571) 
272-7216. The examiner can normally be reached on 8:30 am to 5:00 pm Monday 
through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the exanriiner's 
supervisor, Kevin Sirmons can be reached on (571)272-4965. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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